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DETAILED ACTION 
Claim Objections 

1 . The numbering of claims is not in accordance with 37 CFR 1 .126 given that there are two 
claims numbered 25. 

Misnumbered claims 25-35 been renumbered 26-36. The following office action refers to 
renumbered claims 1-36. 

Claim Rejections - 35 USC S 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 3, 6-10, 13-14, 18-28, and 34-35 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

(a) Claims 3, 8, 13, 27, and 34 each recite, when referring to formula A-(B-X) n , that "B is 
a moiety selected from the group consisting of O, N, and S". It is noted that the present 
specification discloses (page 5, lines 8-10) that B is selected from moieties that contain the 
elements O, N, or S such as an amino group. Thus, the scope of each of the claims is confusing 
because it is not clear what B encompasses - O, N, or S themselves or any moiety that contains 
0, N, or S. Clarification is requested. 
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(b) Claim 6 recites "highly dispersed colorant dispersion". The scope of the claim is 
confusing because it is not clear what is meant by "highly" or when a colorant dispersion is 
considered "highly" dispersed. 

(c) Claim 9, which depends on claim 6, recites "wherein X is C100-C150". The scope of the 
claim is confusing because it is not clear what X is or what is meant by reciting that X is 100-150 
carbons. In light of claim 6, should claim 9 be amended to recite "wherein X is a branched or 
linear C100-C150 polymeric covalently linked hydrocarbon"? 

Similar confusion arises in each of claims 14, 28, and 35 which each recite "wherein X is 
C100-C150" 

(d) Claim 12 recites an improper Markush group. In line 2 after "pigment" and before 
"dyes", it is suggested that "or" is changed to "and". 

(e) Claim 18, which depends on claim 16, recites "dispersion having 65 wt.% colorant" 
while claim 16 is drawn to "colorant dispersion comprising (a) at least about 45 wt.% of a 
pigment and (a) a polymeric colored dispersant having the structure A-(B-X) n wherein A is an 
organic chromophore. ..." Thus, the scope of claim 18 is confusing because it is not clear what 
"colorant" is being referred to - the pigment, the organic chromophore, or both. 

(f) Claim 19, which depends on claim 16, recites "the colorant is selected from the group 
consisting of organic pigments, dyes, and carbon black" while claim 16 is drawn to "colorant 
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dispersion comprising (a) at least about 45 wt.% of a pigment and (a) a polymeric colored 
dispersant having the structure A-(B-X) n wherein A is an organic chromophore. . Thus, the 
scope of claim 19 is confusing because it is not clear what "colorant" is being referred to. Given 
that claim 16 already explicitly discloses the use of pigment, does this refer to the organic 
chromophore? Clarification is requested. 

(g) Claims 18 and 23 are identical and thus, the scope of claim 23 is confusing because it 
is not clear what the difference is between claim 23 and claim 18. 

(h) Claim 24, which depends on claim 16, recites that "the dispersant is present in about 1 
wt.% to about 15 wt.% based on the weight of the colorant" while claim 16 is drawn to "colorant 
dispersion comprising (a) at least about 45 wt.% of a pigment and (a) a polymeric colored 
dispersant having the structure A-(B-X) n wherein A is an organic chromophore". Thus, the scope 
of claim 24 is confusing because it is not clear what "colorant" is being referred to - the pigment, 
the organic chromophore, or both - or what the amount of dispersant is based on. Clarification is 
requested. 

(i) Claim 25 recites "wherein said dispersant is present in about 10 wt.% of the pigment". 
The scope of the claim is confusing given that it is not clear what is meant by the above cited 
phrase. Does this refer to the amount of dispersant present based on the amount of pigment? If 
so, it is suggested that the above phrase is rewritten as "wherein said dispersant is present in 
about 10 wt.% based on the weight of the pigment". 
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Claim Rejections - 35 USC S 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

5. Claims 1-3, 5-8, 10-13, 15-27, 29-34, and 36 are rejected under 35 U.S.C. 102(b) as 
being anticipated by GB 1424517. 

GB 1424517 discloses pigment dispersion comprising 5-70% organic pigment such as 
phthalocyanine, solvent, and 10-30%, based on the amount of pigment, polymeric colored 
dispersant of the formula D-(Z-R) n where D is dyestuff, Z is divalent bridging group including 
those possessing O or N, n is 1-8, and R is polymer. There is also disclosed ink comprising the 
pigment dispersion. Attention is drawn to page 5, lines 23-33 that disclose polymeric colored 
dispersant obtained from polystyrene possessing molecular weight of 2300. Given the molecular 
weight of styrene, i.e. 104 (C 8 H 8 ), it is calculated that the polystyrene comprises 176 carbon 
atoms ((2300/104)* 8) (page 1, lines 12-53, page 3, lines 43-56, page 4, lines 14-21 and 79-83, 
page 5, lines 23-33, and page 7, lines 64-66). Given that GB 1424517 discloses dispersion as 
presently claimed including polymer possessing same number of carbon atoms as presently 
claimed, it is clear that the dispersion would inherently possess viscosity as presently claimed. 
Further, given that GB 1424517 discloses dispersion as presently claimed including polymer as 
presently claimed, it is clear that the dispersion is inherently highly dispersed and has improved 
color strength as presently claimed. 

In light of the above, it is clear that GB 1424517 anticipates the present claims. 
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Claim Rejections - 35 USC $ 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

7. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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8. Claims 4, 9, 14, 28, and 35 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over GB 1424517. 

The disclosure with respect to GB 1424517 in paragraph 5 above is incorporated here by 
reference. 

The difference between GB 1424517 and the present claimed invention is the 
requirement in the claims of specific polymer. 

GB 1424517 discloses pigment dispersion comprising 5-70% organic pigment such as 
phthalocyanine, solvent, and 10-30%, based on the amount of pigment, polymeric colored 
dispersant of the formula D-(Z-R) n where D is dyestuff, Z is divalent bridging group including 
those possessing O or N, n is 1-8, and R is polymer. It is further disclosed that the polymer 
possesses molecular weight of 1,000-20,000. From the examples, it is seen that the polymer 
includes polystyrene. Given the molecular weight of styrene, i.e. 104 (C 8 H 8 ), it is calculated that 
the polystyrene comprises 76-1538 carbon atoms ((1,000/104)* 8 - (20,000/104)*8). 

It is noted that the present claims require C100-C150 hydrocarbon polymer while GB 
1424517 discloses C76-Q538 hydrocarbon polymer. However, as s set forth in MPEP 2144.05, in 
the case where the claimed range "overlap or lie inside ranges disclosed by the prior art", a prima 
facie case of obviousness exists, In re Wertheim, 541 F.2d 257, 191 USPQ 90 (CCPA 1976); In 
re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed. Cir. 1990). Further, based on the desired 
properties of the polymer, i.e. molecular weight, viscosity, etc., it would have been within the 
skill level of one of ordinary skill in the art to choose the size of the polymer, i.e. number of 
repeating units and thus, number of carbon present. 
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In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to utilize polymer, including C100-C150 polymeric hydrocarbon as presently claimed, in the 
polymeric colored dispersant of GB 1424517 in order to produce dispersion with desired 
properties, and thereby arrive at the claimed invention. 

9. Claims 1-36 are rejected under 35 U.S.C. 103(a) as being unpatentable over GB 1424517 
in view of GB 1108261. 

GB 1424517 discloses pigment dispersion comprising 5-70% organic pigment such as 
phthalocyanine, solvent, and 10-30%, based on the amount of pigment, polymeric colored 
dispersant of the formula D-(Z-R) n where D is dyestuff, Z is divalent bridging group including 
those possessing O or N, n is 1-8, and R is polymer. There is also disclosed ink comprising the 
pigment dispersion. It is disclosed that the polymer has molecular weight of 1,000-20,000. For 
specific types of polymer, GB 1424517 refers to page 2, lines 39-91 of GB 1108261 which 
discloses the use of polymer including hydrocarbon such as polyisobutylene. Given the 
molecular weight of isobutylene, i.e. 56 (C4H4), it is calculated that the polyisobutylene 
comprises 71-1428 carbon atoms ((1,000/56)* 4 - (20,000/56)*4) (page 1, lines 12-53, page 3, 
lines 43-56, page 4, lines 14-21 and 79-83, page 5, lines 23-33, and page 7, lines 64-66). Given 
that GB 1424517 discloses dispersion as presently claimed including polymer as presently 
claimed, it is clear that the dispersion would intrinsically possess viscosity as presently claimed. 
Further, given that GB 1424517 discloses dispersion as presently claimed including polymer as 
presently claimed, it is clear that the dispersion is intrinsically highly dispersed and has improved 
color strength as presently claimed. 
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It is noted that the present claims require C50-C200 or C100-C150 hydrocarbon polymer 
while GB 1424517 discloses C71-C1428 hydrocarbon polymer. However, as set forth in MPEP 
2144.05, in the case where the claimed range "overlap or lie inside ranges disclosed by the prior 
art", a prima facie case of obviousness exists, In re Wertheim, 541 F.2d 257, 191 USPQ 90 
(CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed. Cir. 1990). Further, based 
on the desired properties of the polymer, i.e. molecular weight, viscosity, etc., it would have been 
within the skill level of one of ordinary skill in the art to choose the size of the polymer, i.e. 
number of repeating units and thus, number of carbons present. 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to utilize polymer, including polymeric hydrocarbon as presently claimed, in the polymeric 
colored dispersant of GB 1424517 in order to produce dispersion with desired properties, and 
thereby arrive at the claimed invention. 

10. Claims 1-15 and 30-36 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Johnson et al. (U.S. 7,056,962). 

Johnson et al. disclose modified pigment comprising the structure pigment-X-polymer[R] 
which corresponds to presently claimed A-(B-X) n when n is 1 and wherein pigment, which 
corresponds to A, is carbon black or organic pigment, X, which corresponds to B, is linking 
moiety that is alkyl or aromatic group substituted with ether or amide group, and polymer[R], 
which corresponds to X, is obtained from 1-500 repeating units and includes polyethylene, 
polyisobutylene, or polystyrene. There is also disclosed ink comprising the above modified 
pigment and highly dispersed colorant dispersion comprising the above modified pigment. It is 
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disclosed that the modified pigment is used in lithographic or gravure ink (col.l, lines 12-15 and 
54-58, col.2, lines 47-67, col.3, lines 1-3 and 23-26, coL5, lines 4-34 and 51-53, col.6, line 29- 
col.7, line 21, and col. 11, lines 5-32). 

The difference between Johnson et al. and the present claimed invention is the 
requirement in the claims of (a) the number of carbon present in the polymeric hydrocarbon and 
(b) polymeric colored dispersant. 

With respect to difference (a), it is noted that the present claims require C 5 o-C 2 oo or Cioo- 
C150 polymeric hydrocarbon. Given that Johnson et al. disclose that the polymer is obtained from 
1-500 repeating units and given that isobutylene, for instance, has 4 carbon atoms (C4H8), it is 
calculated that the polyisobutylene has 4-2000 carbon atoms. 

As set forth in MPEP 2144.05, in the case where the claimed range "overlap or lie inside 
ranges disclosed by the prior art", a prima facie case of obviousness exists, In re Wertheim, 541 
F.2d 257, 191 USPQ 90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed. 
Cir. 1990). Further, based on the desired properties of the polymer, i.e. molecular weight, 
viscosity, etc., it would have been within the skill level of one of ordinary skill in the art to 
choose the number of repeating units from which the polymer is obtained. 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to utilize polymer, including polymeric hydrocarbon as presently claimed, in the polymeric 
colored dispersant of Johnson et al. in order to produce dispersion with desired properties, and 
thereby arrive at the claimed invention. 

With respect to difference (b), while there is no disclosure that the modified pigment of 
Johnson et al. is a dispersant as presently claimed, applicants attention is drawn to MPEP 
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21 1 1.02 which states that "if the body of a claim fully and intrinsically sets forth all the 
limitations of the claimed invention, and the preamble merely states, for example, the purpose or 
intended use of the invention, rather than any distinct definition of any of the claimed invention's 
limitations, then the preamble is not considered a limitation and is of no significance to claim 
construction". Further, MPEP 21 1 1.02 states that statements in the preamble reciting the 
purpose or intended use of the claimed invention must be evaluated to determine whether the 
purpose or intended use results in a structural difference between the claimed invention and the 
prior art. Only if such structural difference exists, does the recitation serve to limit the claim. If 
the prior art structure is capable of performing the intended use, then it meets the claim. 

It is the examiner's position that the preamble does not state any distinct definition of any 
of the claimed invention's limitations and further that the purpose or intended use, i.e. dispersant, 
recited in the present claims does not result in a structural difference between the presently 
claimed invention and the prior art modified pigment and further that the prior art structure 
which is identical to that set forth in the present claims is capable of performing the recited 
purpose or intended use and thus, one of ordinary skill in the art would have arrived at the 
claimed invention. 

1 1 . The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Wingard, Jr. et al. (U.S. 4,375,357) disclose polystyrene having attached chromophore. 
Vidal et al. (U.S. 4,014,844) disclose polyethylene grafted to carbon black. 
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12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Callie E. Shosho whose telephone number is 571-272-1 123. The 
examiner can normally be reached on Monday-Friday (6:30-4:00) Alternate Fridays Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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